Best Available Copy 



IN THE UNITED STATES PATENT AND TRADEMARK OFHCE 



In re Reissue Application of 



Box: REISSUE 



Bernard Bcllcau ct a1. 



Group Art Unit: 



Serial No.: 09/585.431 



Examiner: Jerome D. Golberg 



Prior Patent No.: 5,532,246 

Filed: Herewith : 

For: USE OF l^-OXATIUOLANE NUCLEOSIDE ANALOGUES IN THE 
TREATMENT OF HEPATITIS B 



The undersigned inventors of the subject matter of the claims of U.S. Patent No. 
5,532,246 and of the subject matter of the claims as proposed herein for reissue, being duly 
warned, declare as follows: 

We are the inventors of the subject matter of the claims of U.S. Patent No. 5,532,246 
and of the subject matter of the claims as proposed herein for reissue, and beUeve our original 
patent U.S. Patent No. 5,532.246 to be partly inoperative by reason of claiming less than we 
had a right to claim in the patent. Specifically, there is an error in that the patent docs not 
contain claims of intermediate scope. We submit herewith an application for reissue, 
amended accordingly. 

All errors sought for correction by this reissue application up to the filing of this 
reissue oath arose without any deceptive intention on our part. 

We have reviewed and understand the contents of the specification, including the 
claims, as amended in the attached reissue application. 

We believe we are the original and first inventors of the subject matter which is 
claimed and for which a patent is sought. 

We acknowledge the duty to disclose all information which is known to us and which 
is material to patentability as defined by 37 C.F.R. §1-56. 



POWER OF ATTORIVEY, OATH AND 
RKTSSUE DE CLARATION UNDE R^CF.R, §1,175 and S 1-63 



Assistant Commissioner for Patents 
Washington, D.C. 20231 



SIR: 
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We hereby appoint as our attorneys with power of substitution and revocation to 
transact all business in the Patent and Trademark Office connected therewith: 

L William MiUen (19,544): John L. White (17.746): Anthony J. Zelano 
(27.969); Alan E.J. Branigan ao.565): John R, Moses (24.983): Hany B. 
Shubin (32.004); Brion P. Heaney (32,542); Richard J. Traverse (30.595): 
John A. Sopp (33,103); Richard M. Lebovitz (37.067); John H. Thomas 
(33.460); Catherine M. Joyce (40,668): James T. Moore (35.619). James E. 
Ruiand (37,432). Nancy Axekod (44,014) and Jennifer J. Branigan (40.921) 



whose postal address is: 



MILLEN. WHITE. ZELANO & BRANIGAN, P.C 
Arlington Courthouse Plaza I 
2200 Clarendon Blvd., Suite 1400 
Arlington. Virginia 22201 
Phone: (703) 243-6333 
Fax: (703) 243-6410 



We hereby declare that all statements made herein of our own knowledge are true and 
that all statements made on information and belief are believed true; and further that these 
statements were made with the knowledge that willful false statements and the like so made 
are punishable by fine or imprisonment, or both, under section 1 001 of Title 1 8 of the United 
States Code, and that such willfiil false statements may jeopardise the validity of the 
application or any patent issuing thereon. 





Date 



Bernard BELLEAU (deceased), 
by Pierrette Bclleau. his executrix 
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My mideocc. post office address and cinzrmh^ are as Mated belov ncc to my name. 

1 believe I am original. tIrsT and sole inventor (if only one name is listed below) or an onginal. flr^t soul joint inventor (xf 
phiral names nrr luted bdow} of the subject matter urlxich is clamied find for ^i^cti a patent is sougbT ot ih£ m^emion emitied: 

USE OF 1.3-OXaTHIOLaVE NUCLEOSIDE ANALOGUES IN THE TREATMENT OF HEPATITIS B 

the specification of wbicb Cc&ecic ozUy one item bcio>»r): 

□ IS attached hereto. 

B «ras filed 85 United States application 

Scnal No. M/.Cfe.d31 

cm Jnnp? ?flDO 



and was amended 
on 



(if applicable J. 



8 ^35 filed as PCT httcxnationiiJ application 

Ntmibcr PCT/Ca92/00CX)1 

January 3- 1992 



on 



tmd wa» amended under PCT Article 19 

on 



, (if sipplicable). 



I hereby state that I have reviewed and understand the contents of the above-identified 5peciticaIion, mcluding the claim?, as 
amended by asy anuodment referred to above. 

I aclmou^ledgc the du^ to disdose infomation which is material to the patentability of this appUcatton In accordance vith Thle 
3*7. Code of Federal Regulations. Sl.S6(a). 

I hereby claim prions benefirs under Tide 35. Utilied States Codi£. §119 of die foUowu^ Umicd States ProvisionaS AppliL-atiua 
and of sny foreign appllcarion(s) for pateu or mvesuor'a eenificaze or of ai}y PCT iniemHTtooal ^plicatiotiCs) de&igtiating at least 
one country other dian the United States of America listed below and have also idemlflcd below any foreign appiieationCs) for 
patent or invcmor s ccttificaxe or any PCT inxemaaonal applicatlonCs) dc&ign&tmg at least one country other dian the United 
States of Amenca fQcd by me on the same subject mazter hs^xng a Hling date before that of the ai]pIxcation(5) of which priority 
IF clMmedi 
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I hereby d&tm the btAffit under Title 3^. United Slltc^ Cude. §120 of any Uoltcd Stato appliQUiunCj) or PCT ititcntitiottol apphcation(s) 
dHi£:iartxig the UttitEd StaKs or Amertc» thst listed brlow ana. insuftr »s tfic lubject maner of each of tttr claim> of ihi> tfpplK-vcion u 
not diiclosed lO ibaz/thuse prior a|^icaiion(>) m <hc maniter provided by tfie fir^c p&rA£raph of Tide 35. Uuited Stales Code. $112. 1 
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POWER OF ATTORNEY: A> » named tnveator, 1 hereby ap^m 1. Waiiam Mdtcn <19,S44): Jolra L. Wh.te (17,746). Amhoriy J. 
ZcLaoe C'.Sed): Alan £7- Bt^pieoA (20 ^£5): Ibhn Mo9mt (3^.983 >; UArr> B. Shstbin <3l.Q04>; Sriaa P. Ite^Xkc^ (32,S42>: RterhxnJ T. 

Ttavcrso (30.S9SJ: John a. Sopp {33,103>: Richvd M Lebovia (37.067): John H. Thomaj (33.4fi0). Catherine M Joyce (40.668). 
James T Meoit (35.619). ThmcS £ Rulind (37.432). Nanty A»elrad Ctd.OU) and Jennifer J. Brwugu (40.921) to prosecute this 
appltcatiun and iraosvci kll husine5a in the Pxceftt and Trademark Office connected therevrlth 
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UNITED STATES PATENT AND TRADEMARK OFFICE 
NOTICE OF RECORDATION OF ASSIGNMENT DOCUMENT 



THE ENCLOSED DOCUMENT HAS BEEN RECORDED BY THE ASSIGNMENT BRANCH OF 
THE U.S. PATENT AND TRADEMARK OFFICE- A COMPLETE MICROFILM COPY IS 
AVAILABLE AT THE U.S. PATENT AND TRADEMARK OFFICE ON THE REEL AND FRAME 
NUMBER REFERENCED BELOW. 

PLEASE REVIEW ALL INFORMATION CONTAINED ON THIS NOTICE. THE INFORMATION 
CONTAINED ON THIS RECORDATION NOTICE REFLECTS THE DATA PRESENT IN THE 
PATENT ASSIGNMENT PROCESSING SYSTEM. IF YOU SHOULD FIND ANY ERRORS OR 
QUESTIONS CONCERNING THIS NOTICE, YOU MAY CONTACT THE EMPLOYEE WHOSE 
NAME APPEARS ON THIS NOTICE AT 703-308-9723. PLEASE SEND REQUEST FOR 
CORRECTION TO: U.S. PATENT AND TRADEMARK OFFICE, ASSIGNMENT BRANCH, 
NORTH TOWER BUILDING, SUITE 10C35, WASHINGTON, D.C 20231 

ASSIGNOR: DOC DATE: 06/23/93 

BELLEAU, BERNARD 

ASSIGNOR: DOC DATE: 06/23/93 

NGUYEN-BA, NGHE 

RECORDATION DATE: 07/06/94 NUMBER OF PAGES .008 REEL/FRAME 7175/0001 

DIGEST : ASSIGNMENT OF ASSIGNORS INTEREST 

ASSIGNEE: 

BIOCHEM PHARMA, INC- 

275 ARMAND FRAPPIER BLVD. 

LAVAL CANADA, QUEBEC H7V 4A7 

SERIAL NUMBER 8-084222 FILING DATE 08/09/93 
PATENT NUMBER ISSUE DATE 00/00/00 



EXAMINER/PARALEGAL 
ASSIGNMENT BRANCH 

ASSIGNMENT/CERTIFICATION SERVICES DIVISION 




NOV I 4 1994 
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per 

I /We, 
(I) Kohn w«,iYp p,B, 



.« and 



and 



for 9ood and valuable conaidaration. raeaipt of which i'a 
»««by aokaovledfed. hava aaaignad, sold and tranaferrad 
to^nd do haraby a..lg„. ..u and tranafar to fiXOOia 
»e. a corporation orfanisad and axiatlng undat tha 
lava of tha Canada and having an office and a place of 
bualfl... at 2250 Danial Jahnaon Boulevard, smta 600 
tayal. Quabae H7T 2ti, Canada. Ita auccaaaor. and a.aigna: 
(1) tha entire right, title and interaat in all countriaa 
throughout tha world in and to any end all ay/our 
mvantiona and dlacoveriea dieeloaed in ay/our 
international Patent Application entitled: USE or i.a- 
OXJiraiOttKB KtrCLEOSIDE AKALOCUfiS IK THE TREATHBIT Cf 
OTPATlTia s. filod under tha Patent cooperation treaty in 
the Canadian Receiving 0£fiee (ro/cA) on 3 January 1992 
under serial Mo. PCT/CA92/ooooi. and deaignating AT. M, 
SC. BR, CA. CH. CS. D8. DK. BPO. £8, n, GB. ITO. J*, 
». W. Ut, LU KC, MK. HH, HL. MO, OAPt, PL, RO, fiD, 3E. 
US. including any ranewelo, revival.. ralBauaa, 
raexaninationa. extanaiona. continuations and dlviaiona 
thereof, and any subatitute appXicationa thorefor; (2) the 
full and eowpiete right to file parent applicationa in the 
naaa of biockw pharka »e. . it. deaignee. or in «y/our 
naae. at BlocHSM pxARKA IKc. or ita deaignee.. election. 
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on tha aforesaid inventlona, discoverldB and applieatloae SS^ 

in all countries or tha world? {3^ tha entira right, tltla ^ 
and mtereet in and to any Lattars patent which aay iaaua 

on tha aforaaaid invantioBs, diaoovariea and atiplicationa >'Q 
In any country of tha world and any ron«»wala, ravivala. 

raisauBS, reexamihationa and •xtanaieao thareof, and any q° 

patents of eonfinaation, ragiatratlon and importation of JiT 

tha aaM; and (4> tha entire right, title and interest in ^ 

and to all convention and treaty Rights of all kinds O 

thereon, including without llaitation all rights of: O 

priority in any country of the world, in and to the "Q 
following priority appiieation(e) : 

'"SptiSatlon ■„. SS^J SiffiTd.a'" 

application no. country mlngdlta 

and all rights of priority in any eeuntry of the world 
deriving fron the above- identified intematiDnal Patent 
Application. 

1/Wo hereby authorize and raqueat the eoapotent ^ 
authorities to grant and to iasua any and ell auch Latters --' 
Patent in any country throughout the world to Siooa! 1} 
PHMKA IKC. aa the aaaignea of the entire right, title and ^ 
interest therein, aa fully and entirely aa the sane would g 
have bean held and enjoyed by m»/ua had this assignaent, § 
sale and transfer not been made;' c=» 

1/Ke agree, at any tiaa, upon the request of ^ 
BIOCHSM PRMK^ IKC. to execute and to daliver to BIOCBSM 
rUMKA IHC. any additional applieatiena for patents tor 
aaid inventions and diaeevaries, or any part or parts 
thereof, and any applieatiena tor patents or confltaatlon. 
registration and importation based on any Letters Patent 
issuing on said inventions, diseoveriea or applications, 
and divisions, continuations, revivals, reiesuae, renewals 
and extensions rheraef . 
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l/«e father agrw, »t any tlad. upon r«!U..t of ^ 

to ••cure patani: protaction on said invantion. Ai**"^^'^ 
and applieationa throughout all eountriaa of the vorld, a«4 Q 
Tt^c^laaTdrth. naLsary to ,lva fuU .<fct to and « 
pfr^nt a4 and all ri,hta ® 
thla Asai«»«nt. including the exacution, d.Uwr and 
thlB MOigw" « ■ -ttrtner doouaents avldancing W 

proeuzesent ot any and all fortnar aoouaon q 
a..l,n.«tt. transfer and sals aa «iy ba «-caaaary or }^ 

daairabia.^^ mtantion that thia A..i9«».«i^ ^- 

affaotiva and all right, ^--'-^l, "^^^ on 

conaiderad to hava vaatad in BIOCHEK P»m tUC. on 
ceneiderad to n mtamational Patent 

3 January 1992, the riimg 
Application MO. PCI/CA92/00001. 
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IN THE UNITED STATES PATENT AND TRADEMARK OFHCE 



(D 



In re Reissue Application of Box: REISSUE q 

Bernard Belleau et al. Group Art Unit: Q 

Serial No.: 09/585.431 Examiner: Jerome D. Golberg — • 

Filed: Herewith 

For: USE OF 1,3-OXATHlOLANE NUCLEOSIDE ANALOGUES IN THE ^ 

TREATMENT OF HEPATITIS B ^ 



WRTTTKN CONSENT OF ASSTCNF -F AND OFFER TO SURRENDER 

Assistant Conunissioner for Patents 
Washington, D.C. 20231 

SIR: 

BioChem Pharma Inc. is the assignee of record of U.S. Patent No. 5,532.246. 
issued July 2. 1996. as evidenced by the assignment recorded July 6. 1994, at Reel 7175, 
Frames 0001-0005. 

The undersigned is an authorized officer of the assignee of record. BioChem 
Pharma Inc. The undersigned is also an authorized official of Tanaud International B.V., a 
wholly-owned subsidiary of the assignee International B.V. of record, having an interest in 
this patent by virtue of an unrecorded assignment. Tanaud International B.V. has 
authorized BioChem Pharma Inc. to hold and maintain this patent in its own name. The 
undersigned affirms that he has the power to consent to this reissue application on behalf of 
both the record and unrecorded assignees. BioChem Pharma Inc. and Tanaud International 
B.V. hereby consent to this reissue application in its entirety and offer to surrender the 
original patent. 

In accordance with 37 C.F.R. §3.73(b). the undersigned authorized officer certifies 
that the Notice of Recordation of Assignment documents of the above-mentioned 
appUcation and patent have been reviewed and that, to the best of assignee's knowledge and 

_ 1 . lAFG 12 RE 



m-i 21/91 d ilZ-i 



mmi I 0NV13Z '3ilHM 'NaniB-noJd iM8>:£0 OO-iO-aeQ 



belief, record title of the above-mentioned application and patent is in the name of CD 
BioChem Pharma Inc. consistent with the foregoing, and that the undersigned is ^ 
empowered to sign this document on behalf of assignee and Tanaud International B.V. . ^ 

Q 
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July 6> 2Q0Q jE^f^ 1 1 

Date Name: Charles Tessier \mf 

Title: Vice President Legal Affairs & General 

Counsel of BioChem Pharma Inc. V> 
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